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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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10)[3 The drawing(s) filed on 16 July 2004 is/are: a)^ accepted or b)D objected to by the Examiner. 
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DETAILED ACTION 

Information Disclosure Statement 

The Information Disclosure Statements filed 7 July 2004, 28 September 2004, and 
12 September 2005 are acknowledged. However, only the Abstracts of WO 01/62963 
and of Japanese documents 08-023975, 01-242965, 10-104230, 2001-083163, 2001-136968, 
and 2001-281246 are being considered because English translations of the remainder of 
the documents have not been provided. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1. Claims 1-3 and 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Jacobsen et al (U.S. Patent No. 6,033,784, issued 7 March 2000). 
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Regarding claim 1, Jacobsen et al teach a method for immobilizing a biomolecule 
on a carrier, comprising the steps of spotting a solution of the biomolecule on the carrier 
(e.g., a solution of a peptide compound that is N-terminally anthraquinone substituted 
was added to each well of a substrate; column 22, lines 22-30) and irradiating the carrier 
spotted with the solution of the biomolecule with an ultraviolet ray (e.g., the plate is 
irradiated under a UV lamp; column 22, lines 29-31) containing a component having a 
wavelength of 280 nm (e.g., wavelengths in the range of 190-820 nm; column 19, lines 
47-67), wherein the carrier is made of a synthetic resin (e.g., the plate is a Nunc- 
Immuno ® plate [column 22 lines 25-30], wherein the Nunc- Immuno ® plate is 
polystyrene; column 11, lines 21-26). 

Regarding claims 2 and 3, Jacobsen et al teach the method of claim 1, wherein the 
resin is polystyrene (e.g., the Nunc- Immuno ® plate is polystyrene; column 11, lines 21- 
26). 

Regarding claim 5, Jacobsen et al teach the method of claim 1, wherein the 
biomolecule is a peptide (e.g., a peptide compound that is N-terminally anthraquinone 
substituted; column 22, lines 22-30). 

Regarding claim 6, Jacobsen et al teach a method for producing a biomolecule 
immobilized carrier in which a biomolecule is immobilized on a carrier, comprising the 
steps of spotting a solution of the biomolecule on the carrier (e.g., a solution of a peptide 
compound that is N-terminally anthraquinone substituted was added to each well of a 
substrate; column 22, lines 22-30) and irradiating the carrier spotted with the solution of 
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the biomolecule with an ultraviolet ray (e.g., the plate is irradiated under a UV lamp; 
column 22, lines 29-31) containing a component having a wavelength of 280 nm to 
immobilize the biomolecule on the carrier (e.g., wavelengths in the range of 190-820 nm; 
column 19, lines 47-67). 

2. Claims 1 and 5-7 are rejected under 35 U.S.C 102(b) as being anticipated by 
Zimlich et al (U.S. Patent No. 5,288,647, issued 22 February 1994). 

Regarding claim 1, Zimlich et al teach a method for immobilizing a biomolecule 
on a carrier, comprising the steps of spotting a solution of the biomolecule on the carrier 
(e.g., a polynucleotide is disposed on a substrate; column 4, lines 35-37), and irradiating 
the carrier spotted with the solution of the biomolecule with an ultraviolet ray (column 
4, lines 35-42) having a wavelength of 280 nm (e.g., a wavelength between 200 and 290 
nm; column 10,lines 58-60), wherein the carrier is a synthetic resin (e.g., nylon; column 
6, lines 40-42). 

Regarding claim 4, Zimlich et al teach the method of claim 1, wherein the 
irradiation dose is more than 100 mj/cm2 (i.e., 1.29 kj/m2, which is 129 mj/cm2; 
column 6, lines 42-45). 

Regarding claim 5, Zimlich et al teach the method of claim 1, wherein the 
biomolecule is a nucleic acid (e.g., a polynucleotide is disposed on a substrate; column 
4, lines 35-37). 
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Regarding claim 6, Zimlich et al teach a method for producing a biomolecule 
immobilized carrier in which a biomolecule is immobilized on a carrier (e.g., a DNA 
specimen crosslinked to a substrate; Abstract), comprising the steps of spotting a 
solution of the biomolecule on the carrier (e.g., a polynucleotide is disposed on a 
substrate; column 4, lines 35-37), and irradiating the carrier spotted with the solution of 
the biomolecule with an ultraviolet ray (column 4, lines 35-42) having a wavelength of 
280 nm to immobilize the biomolecule on the carrier (e.g., a wavelength between 200 
and 290 nm; column 10, lines 58-60). 

Regarding claim 7, Zimlich et al teach the method of claim 6, wherein the 
biomolecule is a nucleic acid (e.g., a DNA specimen crosslinked to a substrate; 
Abstract), and the nucleic acid immobilized carrier is used for analysis of the nucleic 
acid by hybridization (e.g., probes on nylon membranes are hybridized; column 1, lines 
15-25). 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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1. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (£) or (g) 
prior art under 35 U.S.C. 103(a). 

2. Claims 1, 4, and 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jacobsen et al (U.S. Patent No. 6,033,784, issued 7 March 2000) in view of Zimlich et 
al (U.S. Patent No. 5,288,647, issued 22 February 1994). 

Regarding claim 4, Jacobsen et al teach the method for immobilizing a 
biomolecule on a carrier of claim 1, comprising the steps of spotting a solution of the 
biomolecule on the carrier (e.g., a solution of a peptide compound that is N-terminally 
anthraquinone substituted was added to each well of a substrate; column 22, lines 22- 
30) and irradiating the carrier spotted with the solution of the biomolecule with an 
ultraviolet ray (e.g., the plate is irradiated under a UV lamp; column 22, lines 29-31) 
containing a component having a wavelength of 280 nm (e.g., wavelengths in the range 
of 190-820 nm; column 19, lines 47-67), wherein the carrier is made of a synthetic resin 
(e.g., the plate is a Nunc- Immuno ® plate [column 22 lines 25-30], wherein the Nunc- 
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Immuno ® plate is polystyrene; column 11, lines 21-26). Jacobsen et al are silent with 
respect to the dose. 

However, Zimlich et al teach a method for immobilizing a biomolecule on a 
carrier, comprising the steps of spotting a solution of the biomolecule on the carrier 
(e.g., a polynucleotide is disposed on a substrate; column 4, lines 35-37), and irradiating 
the carrier spotted with the solution of the biomolecule with an ultraviolet ray (column 
4, lines 35-42) wherein the irradiation dose is more than 100 mj/ cm2 (i.e., 1.29 kj/ m2, 
which is 129 mj/cm2; column 6, lines 42-45) with the added advantage that the 
irradiation dose produces good results even with variations in the substrate and other 
conditions (column 6, lines 42-45). 

It would therefore have been obvious to a person of ordinary skill in the art at 
the time the invention was claimed to have modified the method as taught by Jacobsen 
et al with the irradiation dose as taught by Zimlich et al with a reasonable expectation 
of success. The ordinary artisan would have been motivated to make such a 
modification because said modification would have produced good results even with 
variations in the substrate and other conditions as explicitly taught by Zimlich et al 
(column 6, lines 42-45). 

Regarding claim 7, Jacobsen et al teach a method for producing a biomolecule 
immobilized carrier of claim 6 in which a biomolecule is immobilized on a carrier, 
comprising the steps of spotting a solution of the biomolecule on the carrier (e.g., a 
solution of a peptide compound that is N-terminally anthraquinone substituted was 
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added to each well of a substrate; column 22, lines 22-30) and irradiating the carrier 
spotted with the solution of the biomolecule with an ultraviolet ray (e.g., the plate is 
irradiated under a UV lamp; column 22, lines 29-31) containing a component having a 
wavelength of 280 nm to immobilize the biomolecule on the carrier (e.g., wavelengths in 
the range of 190-820 nm; column 19, lines 47-67). Jacobsen et al are silent with respect to 
hybridization. 

However, Zimlich et al teach a method for producing a biomolecule immobilized 
carrier in which a biomolecule is immobilized on a carrier (e.g., a DNA specimen 
crosslinked to a substrate; Abstract), comprising the steps of spotting a solution of the 
biomolecule on the carrier (e.g., a polynucleotide is disposed on a substrate; column 4, 
lines 35-37), and irradiating the carrier spotted with the solution of the biomolecule with 
an ultraviolet ray (column 4, lines 35-42) wherein the biomolecule is a nucleic acid (e.g., 
a DNA specimen crosslinked to a substrate; Abstract), and the nucleic acid immobilized 
carrier is used for analysis of the nucleic acid by hybridization (e.g., probes on nylon 
membranes are hybridized; column 1, lines 15-25) with the added advantage that 
hybridization allows DNA sequencing (column 1, lines 15-20). 

It would therefore have been obvious to a person of ordinary skill in the art at 
the time the invention was claimed to have modified the method as taught by Jacobsen 
et al with the hybridization as taught by Zimlich et al with a reasonable expectation of 
success. The ordinary artisan would have been motivated to make such a modification 
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because said modification would have allowed DNA sequencing as explicitly taught by 
Zimlich et al (column 1, lines 15-20). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper time wise extension of the " right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, U F.3d 1046, 29 USPQ2d 
2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown 
to be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 



Claims 1-7 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-7 of copending Application 
No. 10/535,582 in view of Grow (U.S. Patent No. 5,866,430, issued 2 February 1999). 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because both sets of claims are drawn to method of immobilization of 
biomolecules comprising irradiation at 280 nm (i.e., the range of 220 run to 300 nm of 



Application/Control Number: 10/501,691 Page 10 

Art Unit: 1634 

the '582 claims), irradiation doses of 100 mj/cm2 or more, hybridization, and nucleic 
acids. The instant claims are silent with respect to metal carriers. 

However, Grow teach immobilization of biomolecules on a biosensor (column 
17, lines 40-47) on metal carriers (e.g., a thin layer of metal) with the added advantage 
that metal carriers result in a billion-fold enhancement of detection of adsorbed 
molecules (column 3, lines 20-33). 

It would therefore have been obvious to a person or ordinary skill in the art at 
the time the invention was claimed to have modified the device of the instant claims 
with the metal carrier as taught by Grow with a reasonable expectation of success. The 
ordinary artisan would have been motivated to make such a modification because said 
modification would have resulted in a billion-fold enhancement of detection of 
adsorbed molecules as explicitly taught by Grow (column 3, lines 20-33). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Robert T. Crow whose telephone number is (571) 272- 
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1113. The examiner can normally be reached on Monday through Friday from 8:00 am 
to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla can be reached on (571) 272-0735. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http:/ / pair-directuspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Robert T. Crow 
Examiner 
Art Unit 1634 




BJ FORMAN, PH.D. 
PRIMARY EXAMINER 




